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DETAILED ACTION 

1. The Office Action vacates the final Office Action dated 26 February 2007 since the 
finality of the outstanding Official Action was inappropriate in view of newly found art. The 
statutory time for reply to this forthcoming Office Action is restarted and will expire three months 
from the mailing of this Office Action. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 7, 10, 16 and 21 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Sekiguchi (USPN 6,898,627 B1). 

Regarding claim 7, Sekiguchi disclose a dial-up Internet facsimile apparatus configured 
to receive an e-mail from a service provider, the e-mail comprising a header and a body, the 
Internet facsimile apparatus comprising: 

a modem that makes a dial-up connection to the service provider of e-mail via a 

I 

telephone line (line interface 10-6, col. 4, lines 21-26); 

an e-mail receiver (CPU 10-3 receives email list data including message size data for 
the list of messages and does an analysis of the data to determine whether to receive the 

the email list data, col. 7, lines 11-62 and see steps 2-3,2-4,2-5,2-50 
regarding a size of the e-mail from the service provider before 


messages associated with 
to 2-55) that receives data 
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receiving the e-mail, skips reception of the e-mail with the received size data when the received 
size data of the e-mail exceeds a predetermined value, and proceeds to reception of a next e- 
mail without receiving either the header or the body of the e-mail data with the received size 
wherein the e-mail receiver receives the next e-mail without receiving the skipped e-mail, when 
the size data of the next e-mail does not exceed the predetermined value (after receiving and 
analyzing email list data, the CPU 10-3 decides which messages can be accepted and skipped, 
and may delete large messages from the server that the receiving device does not want to 
receive at steps 2-60 and 3-12, col. 10, lines 11-21). 

Regarding claim 16, Sekiguchi disclose a dial-up Internet facsimile apparatus according 
to claim 7, wherein the e-mail receiver is configured to determine whether an e-mail has been 
previously received, and when an e-mail is determined to have been previously received, the e- 
mail receiver proceeding to reception of the next e-mail without determining the size of the 
previously received e-mail (CPU 10-3 receives email list data including message size data for 
the list of messages and does an analysis of the data to determine whether to receive the 
messages associated with the email list data, col. 7, lines 11-62 and see steps 2-3,2-4,2-5,2-50 
to 2-55. Examiner notes that the receiver includes ACK/NACK interaction with the server to 
determine if an email has been successfully received and proceeds to the next email since the 
system is designed to receive a plurality of messages, see steps 2-7,2-10 and 2-12 of figure 
2B). 

Claim 10, a method claim, is rejected for the same reason as claim 7. 

Claim 21, a method claim, is rejected for the same reason as claim 16. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1, 2, 3, 8, 11, 12,15, 17, 19, 20, and 22 are rejected under 35 U.S.C. 103(a) as 

being unpatentable over Matsubara et al (USPN 6,545,768 B1) in view of Itoh et al (USPN 

6,323,962 61). 

Regarding claim 1, Matsubara et al disclose a dial-up Internet facsimile apparatus 
(internet facsimile apparatus 2, see figure 1), comprising: 

an e-mail receiver (facsimile apparatus 2, see figure 1) that receives e-mail data from the 
connected service provider and wherein the e-mail receiver, upon disconnection of the 
connection to the service provider, stores data indicating that the e-mail data has been 
incompletely received (the receiving device during reception determines if an ID has already 
been sent (step S21), notifies the sending device of data that has already been sent (step S24), 
and will obviously proceed to receiving unsent data, and see figures 4 and 5A). 

Matsubara et al do not explicitly disclose, however Itoh et al teach, a modem (modem 
214, col. 27, lines 28-33) that makes a dial-up connection to a service provider of e-mail via a 
telephone line (external line 224, col. 24, lines 37-45); and an operation section (operation panel 
of figure 3, col. 23, lines 29-30) that includes at least a start button (START key 162, col. 23, 
lines 49-53) and a stop button (STOP key 162 to stop receiving fax data, col. 23, lines 49-53 or 
HOOK key 188 also configured to allow a user to disconnect from an external connection 214, 
col. 24. lines 37-45), the stop button being configured for disconnecting the connection to the 
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service provider (STOP key 162 is configured to stop receiving fax data, col. 23, lines 49-53 or 
HOOK key 188 also configured to allow a user to disconnect from an external connection 214, 
col. 24, lines 37-45) that, when the stop button is operated while receiving the e-mail data, 
disconnects the connection to the service provider without waiting for the completion of the e- 
mail data reception (STOP key 162 to stop receiving fax data, col. 23, lines 49-53), and 
requiring operation of the start button to perform another communication (START key 162, col. 
23, lines 49-53). 

Matsubara et al and Itoh et al are analogous art because they are from the similar 
problem solving area of message retrieval. At the time of the invention, it would have been 
obvious to a person of ordinary skill in the art to add the start/stop reception button feature of 
Itoh et al to internet facsimile of Matsubara et al in order to obtain a device capable of controlling 
reception of messages during line disconnection. The motivation for doing so would be to 
receive non-redundant message data. 

Regarding claim 2, Matsubara et al disclose a dial-up Internet facsimile apparatus 
according to claim 1, wherein said e-mail receiver receives the e-mail data by a message unit 
(received from facsimile apparatus 1, see figure 1). 

Regarding claim 3, Matsubara et al disclose a dial-up Internet facsimile apparatus 
according to claim 1, wherein said e-mail receiver, when receiving the e-mail data from the 
service provider, detects whether the e-mail data is the same e-mail data that was disconnected 
without waiting for the completion of the e-mail data reception while being previously received 
(the receiving device (facsimile 2) during reception determines if an ID has already been sent 
(step S21), notifies the sending device of data that has already been sent (step S24), and will 
obviously proceed to receiving unsent data, and see figures 4 and 5A). 
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Regarding claim 11, Matsubara et al do not disclose a dial-up Internet facsimile 
apparatus according to claim 1, wherein the receiver disconnects the connection without regard 
to progress of the e-mail data reception. 

Itoh et al teach of a STOP key 162 that is configured to stop receiving fax data, col. 23, 
lines 49-53 or the use of a HOOK key 188 also configured to allow a user to disconnect from an 
external connection 214 when receiving fax data, col. 24, lines 37-45. 

Matsubara et al and Itoh et al are analogous art because they are from the similar 

f 

problem solving area of message retrieval. At the time of the invention, it would have been 
obvious to a person of ordinary skill in the art to add the stop/hook reception button feature of 
Itoh et al to the internet facsimile of Matsubara et al in order to obtain a device capable of 

t 

controlling reception of messages during line disconnection. The motivation for doing so would 
be to receive non-redundant message data. 

Regarding claim 15, Matsubara et al disclose a dial-up Internet facsimile apparatus 
according to claim 1, wherein, prior to receiving e-mail data, the e-mail receiver determines 
whether the e-mail data represents new data or represents previously incompletely received 
data (the receiving device (facsimile 2) during reception determines if an ID has already been 
sent (step S21) with respect to an unsent message, see figures 4 and 5A). 

Regarding claim 17, Mstsubara et al disclose a dial-up Internet facsimile apparatus 
according to claim 15, wherein when the e-mail receiver determines the e-mail data to represent 
previously incompletely received data, the e-mail receiver does not receive the e-mail 
data and determines whether another e-mail is to be received (the receiving device (facsimile 2) 
during reception determines if an ID has already been sent (step S21), notifies the sending 
device of data that has already been sent (step S24), and will obviously proceed to receiving 
unsent data, and see figures 4 and 5A). 
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Regarding claim 8, Matsubara et al disclose a method for receiving e-mail data, 
comprising: 

receiving e-mail data (receiving via facsimile apparatus 2, see figure 1) from the 
connected service provider; and 

storing data indicating that the e-mail data has been incompletely received, upon 
disconnection of the connection to the service provider (the receiving device during reception 
determines if an ID has already been sent (step S21), notifies the sending device of data that 
has already been sent (step S24), and will obviously proceed to receiving unsent data, and see 
figures 4 and 5A). 

Matsubara et al do not explicitly disclose, however Itoh et al teach, making a dial-up 
connection (via modem 214, col. 27, lines 28-33) to a service provider of e-mail via a telephone 
line (external line 224, col. 24, lines 37-45); disconnecting (using an operation panel of figure 3, 
col. 23, lines 29-30), when a stop button is operated (STOP key 162 to stop receiving fax data, 
col. 23, lines 49-53 or HOOK key 188 also configured to allow a user to disconnect from an 
external connection 214, col. 24, lines 37-45) while receiving the e-mail data, the connection to 
the service provider without waiting for the completion of the e-mail data reception, and 
requiring operation of a start button to perform another communication. 

Matsubara et al and Itoh et al are analogous art because they are from the similar 
problem solving area of message retrieval. At the time of the invention, it would have been 
obvious to a person of ordinary skill in the art to add the start/stop reception button feature of 
Itoh et al to internet facsimile of Matsubara et al in order to obtain a device capable of controlling 
reception of messages during line disconnection. The motivation for doing so would be to 
receive non-redundant message data. 
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Regarding claim 12, Matsubara et al do not disclose a method of the receiving e-mail 
data according to claim 8, wherein the disconnecting being without regard to progress of the e- 
mail data reception. 

Itoh et al teach of a STOP key 162 that is configured to stop receiving fax data, col. 23, 
lines 49-53 or the use of a HOOK key 188 also configured to allow a user to disconnect from an 
external connection 214 when receiving fax data, col. 24, lines 37-45. 

Matsubara et al and Itoh et al are analogous art because they are from the similar 
problem solving area of message retrieval. At the time of the invention, it would have been 
obvious to a person of ordinary skill in the art to add the stop/hook reception button feature of 
Itoh et al to the internet facsimile of Matsubara et al in order to obtain a device capable of 
controlling reception of messages during line disconnection. The motivation for doing so would 
be to receive non-redundant message data. 

Regarding claim 19, Matsubara et al disclose a method for receiving e-mail data 
according to claim 8, further comprising determining, prior to receiving e-mail data, whether the 
e-mail data represents new data or represents previously incompletely received data (the 
receiving device (facsimile 2) during reception determines if an ID has already been sent (step 
S21) with respect to an unsent message, see figures 4 and 5A. This reads on determining if an 
unsent message is new or old.). 

Regarding claim 20, Matsubara et al disclose a method for receiving e-mail data 
according to claim 19, wherein, when the e-mail data is determined to represent previously 
incompletely received data, the e-mail data is not received and it is determined whether other e- 
mail data is to be received (the receiving device (facsimile 2) during reception determines if an 
ID has already been sent (step S21), notifies the sending device of data that has already been 
sent (step S24), and will obviously proceed to receiving unsent data, and see figures 4 and 5A). 
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Regarding claim 22, Matsubara et al disclose a method for receiving e-mail data 
according to claim 8, further comprising detecting, when receiving the e-mail data, whether the 
e-mail data is the same e-mail that was disconnected without waiting for completion of the e- 
mail data reception while being previously received (the receiving device (facsimile 2) during 
reception determines if an ID of a message has already been sent (step S21) with respect to an 
unsent message, see figures 4 and 5A. This reads on determining if an unsent message is new 
or old.). 

4. Claims 6 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Matsubara et al (USPN 6,545,768 B1) in view of Itoh et al (USPN 6,323,962 B1) and further in 
view of Toyoda (USPN 6,094,277 A). 

Regarding claim 6, Toyoda discloses a dial-up Internet facsimile apparatus according to 
claim 1, further comprising: an error notifier (reply message creation section 7, col. 3, lines 1-5 
configured to create an error message to be returned to the sender at step SI6, see col. 4, lines 
59-65) that transmits an error notification mail to the sender of the e-mail data when the e-mail 
reception is interrupted. 

Matsubarra in view of Itoh et al and Toyoda are analogous art because they are from the 
similar problem solving area of message retrieval. At the time of the invention, it would have 
been obvious to a person of ordinary skill in the art to add the notification feature of Toyoda to 
the combination of Matsubarra in view of Itoh et al in order to obtain a device capable of sending 
an error notification. The motivation for doing so would be to notify a sender of errors. 

Regarding claim 23, Toyoda discloses a method for receiving e-mail data according to 
claim 8, further comprising transmitting an error notification mail (reply message creation section 
7, col. 3, lines 1-5 configured to create an error message to be returned to the sender at step 
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SI 6, see col. 4, lines 59-65) to a sender of the e-mail data when the connection is 
disconnected. 

Matsubarra in view of Itoh et al and Toyoda are analogous art because they are from the 
similar problem solving area of message retrieval. At the time of the invention, it would have 
been obvious to a person of ordinary skill in the art to add the notification feature of Toyoda to 
the combination of Matsubarra in view of Itoh et al in order to obtain a device capable of sending 
an error notification. The motivation for doing so wouid be to notify a sender of errors. 

5. Claims 4, 5 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Saito 
(USPN 6,128,101 A) in view of Matsubara et al (USPN 6,545,768 B1) and further in view of Itoh 
etal(USPN 6,323,962 61). 

Regarding claim 4, Saito discloses a dial-up Internet facsimile apparatus, comprising: 
an e-mail receiver that receives e-mail data from the connected service provider and 
that, when the stop button is operated while receiving the e-mail data, interrupts the reception of 
the e-mail data from the service provider without waiting for the completion of the e-mail data 
reception, said receiver proceeding to the reception of the next e-mail data from the service 
provider after the interruption in reception of the e-mail data without an intervening data 
reception communication (Saito teaches a receiving device that determines if a message has 
already been received and proceeds to the next email message after the determination done by 
comparison of message IDs, col. 6, line 59 - col. 7, line 4), 

Matsubarra teaches that when the e-mail receiver interrupts reception of the e-mail data, 
the e-mail receiver identifies the e-mail data as e-mail data that has been received (the 
receiving device during reception determines if an ID has already been sent (step S21), notifies 
the sending device of data that has already been sent (step S24), and will obviously proceed to 
receiving unsent data, and see figures 4 and 5A). 
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Saito in view of Matsubarra do not explicitly disclose, however Itoh et al teach, a modem 
that makes a dial-up connection to a service provider of e-mail via a telephone line (modem 
214, col. 27, lines 28-33); an operation section (operation panel of figure 3, col. 23, lines 29-30) 
that includes a stop button (STOP key 162 is configured to stop receiving fax data, col. 23, lines 
49-53 or HOOK key 188 also configured to allow a user to disconnect from an external 
connection 214, col. 24, lines 37-45), the stop button being configured for interrupting the 
reception of the e-mail data from the service provider. 

Saito in view of Matsubarra and Itoh et al are analogous art because they are from the 
similar problem solving area of message retrieval. At the time of the invention, it would have 
been obvious to a person of ordinary skill in the art to add the start/stop reception button feature 
of Itoh et al to internet facsimile of Saito in view of Matsubarra in order to obtain a device 

, f 

capable of controlling reception of messages during line disconnection. The motivation for 
doing so would be to receive non-redundant message data. 

Regarding claim 5, Itoh et al disclose a dial-up Internet facsimile apparatus according to 
claim 4, wherein said e-mail receiver sets a flag when the e-mail reception is interrupted (Itoh 
teaches of a +FPTS signal for indicating whether or not a message is complete, col. 34, lines 
28-34). 

Claim 9, a method claim, is rejected for the same reason as claim 4. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Thomas J. Lett whose telephone number is (571) 272-7464. The 
examiner can normally be reached on 8-4:30pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner’s 
supervisor, David K. Moore can be reached on (571) 272-7437. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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